
* 



United States FXtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addresc COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box 1450 

Alexandria, Vbginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/826,932 




04/06/2001 


Ronald John Veitch 


P20739 


3609 


7055 7590 


05/12/2003 









GREENBLUM & BERNSTEIN, P.L.C. 
1950 ROLAND CLARKE PLACE 
RESTON, VA 20191 



EXAMINER 



AHMED, SHEEBA 



ART UNIT 



PAPER NUMBER 



1773 

DATE MAILED: 05/12/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/826,932 



Examiner 

Sheeba Ahmed 



Applicant(s) 

VEITCH ET AL. 



Art Unit 

1773 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 12 March 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for forma! matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) D Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) 24 and 25 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1-23 and 26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)KI All b)D Some*c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 6) □ Other: 
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DETAILED ACTION 
Election/Restrictions 
1 . Applicant's election with traverse of Group I, claims 1-23 and 26 in Paper No. 8 
is acknowledged. The traversal is on the ground(s) that there would not be a serious 
burden on the Examiner to examine all the pending claims and because, the Applicants 
allege, the difference between the inventions defined by the two groups is not material. 
This is not found persuasive because Inventions II and I are related as process of 
making and product made and the inventions are distinct if either or fc&oth of the following 
can be shown: (1 ) that the process as claimed can be used to make other and 
materially different product or (2) that the product as claimed can be made by another 
and materially different process (MPEP § 806.05(f)). In the instant case, the magnetic 
recording medium can be made by a different process. For example, the magnetic 
recording medium could be made by a process wherein the dispersion of the isotropic 
magnetically soft pigment, binder and solvent could be applied to the substrate and the 
resulting moist layer could be oriented in a magnetic field before applying the 
subsequent dispersion of the magnetic pigment, binder and solvent. 

The requirement is still deemed proper and is therefore made FINAL. 



Claim Language 

2. Independent claims 1 and 26 recite that the lower layer comprises "an isotropic 
magnetically soft pigment which is selected from y-F^Oa, Fe 3 0 4 and a solid solution of 
theses components". The Examiner recommends amending the language to recite "an 
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isotropic magnetically soft pigment which is selected from the group consisting of y- 
Fe20 3 , Fe 3 0 4 and a solid solution of theses components" to further clarify the alternative 
claim language. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.3.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-4, 6, 8,10, 12, 14, 16, 21, and 26 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Matsubaguchi et al. (US 6,030,689). 

Matsubaguchi et al. disclose a magnetic recording medium comprising a non- 
magnetic support having thereon at least two coating layers which comprise a lower 
coating layer formed on the substrate and comprising soft magnetic particles and a 
binder and a magnetic layer formed on the lower coating layer and comprising 
ferromagnetic particles dispersed in a binder formed (Column 4, lines 7-19). The 
thickness of the magnetic layer is from 0.05 to 1 microns (thus meeting the limitation 
that the upper binder-containing magnetic recording layer has a thickness of less 
than 0.5 microns) (Column 10, lines 26-28). The soft magnetic particles of the lower 
layer have a coercive force of 0 to 300 Oe (equivalent to 0 to 23.87 KA/m and thus 
meeting the limitation that the coercive force of the lower layer is less than 4 
KA/m) and examples include particulate magnetite (which is Fe3(>4and thus meets 
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the limitation that the magnetically soft pigment is selected from Fe 2 0 3 , Fe 3 0 4 and 
a solid solution of theses components and meets the limitations of claim 12 ) 

(Column 10, lines 43-44 and 64-67). At least part of the surface of the soft magnetic 
particles is covered with aluminum oxide and/or silicone oxide and the surface-covering 
layer is a homogenous and dense surface layer (thus meeting the limitations of claim 
10) (Column 1 1 , lines 8-22). A carbon black may be incorporated in the lower layer and 
may have an average particle diameter of 5 to 80 nm (suggesting that the particles 
are spherical or amorphous and thus meeting the limitations of claim 14, 16, and 
21) (Column 1 1 , lines 36-48). The ferromagnetic particles used in the magnetic layer 
include a cobalt-modified ferromagnetic iron oxide and particles of elemental metals and 
metal alloys (thus meeting the limitations of claims 3 and 4) (Column 12, lines 7- 
37). Example 1-1 show that the ferromagnetic particles employed in the magnetic layer 
have an He of 2450 Oe (equivalent to 194.95 KA/m and thus meeting the limitations 
of claim 2). The examples show that the above-described magnetic recording 
materials were used to make videotapes (thus meeting the limitations of claim 26) 
and that the amount of the soft magnetic pigment particles in the lower layer is more 
than 75% by weight based on the weight of all pigments (for example in Example 2-1, 
the amount of the soft magnetic particles, carbon black and aluminum oxide particles is 
80 parts, 20 parts and 1 part by weight, respectively, and hence the amount of the soft 
magnetic particles is more than 75% by weight based on the weight of all pigments in 
the lower layer). All limitations of claims 1-4, 6, 8,10, 12, 14, 16, 21, and 26 are 
disclosed in the above reference. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 5, 7, 9, 1 1, 13, 15, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsubaguchi et al. (US 6,030,689) in view of Hisano et al. (US 
6,440,545 B1). 

Matsubaguchi et al. disclose a magnetic recording medium comprising a non- 
magnetic support having thereon at least two coating layers which comprise a lower 
coating layer formed on the substrate and comprising soft magnetic particles and a 
binder and a magnetic layer formed on the lower coating layer and comprising 
ferromagnetic particles dispersed in a binder formed (Column 4, lines 7-19). The 
thickness of the magnetic layer is from 0.05 to 1 microns (Column 10, lines 26-28). The 
soft magnetic particles of the lower layer have a coercive force of 0 to 300 Oe and 
examples include particulate magnetite (Column 10, lines 43-44 and 64-67). At least 
part of the surface of the soft magnetic particles is covered with aluminum oxide and/or 
silicone oxide and the surface-covering layer is a homogenous and dense surface layer 
(Column 1 1 , lines 8-22). A carbon black may be incorporated in the lower layer and may 
have an average particle diameter of 5 to 80 nm (Column 1 1 , lines 36-48). The 
ferromagnetic particles used in the magnetic layer include a cobalt-modified 
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ferromagnetic iron oxide and particles of elemental metals and metal alloys (Column 12, 
lines 7-37). Example 1-1 show that the ferromagnetic particles employed in the 
magnetic layer have an He of 2450 Oe. The examples show that the above-described 
magnetic recording materials were used to make videotapes and that the amount of the 
soft magnetic pigment particles in the lower layer is more than 75% by weight based on 
the weight of all pigments (for example in Example 2-1, the amount of the soft magnetic 
particles, carbon black and aluminum oxide particles is 80 parts, 20 parts and 1 part by 
weight, respectively, and hence the amount of the soft magnetic particles is more than 
75% by weight), 

Matsubaguchi et al. do not teach that the crystallite size of the soft magnetic 
particles, i.e., the particulate magnetite, in the lower layer is from 7 to 17nm. 

However, Hisano et al. disclose a powder for use in the lower layer of a coating 
type magnetic recording medium having a multilayer structure (Column 1, lines 6-8) 
wherein the powder has a crystallite size in the range of 10 to 200 angstroms 
(equivalent to 1 to 20 nm) and Hisano et al. specifically teach that the use of such a 
crystallite size greatly effects the surface smoothness of the resulting magnetic 
recording tape (Column 5, lies 4-24). 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
use a soft magnetic powder, such magnetite, having a crystallite size of 1 to 20 nm 
given that Hisano et al. specifically teach that a small crystallite size greatly affects the 
surface smoothness of the resulting magnetic recording tape. 
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5. Claim 18- 20, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsubaguchi et al. (US 6,030,689) in view of Hisano et al. (US 
6,440,545 B1) and Ejiri et al. (US 6,143,403). 

Matsubaguchi et al. disclose a magnetic recording medium comprising a non- 
magnetic support having thereon at least two coating layers which comprise a lower 
coating layer formed on the substrate and comprising soft magnetic particles and a 
binder and a magnetic layer formed on the lower coating layer and comprising 
ferromagnetic particles dispersed in a binder formed (Column 4, lines 7-19). The 
thickness of the magnetic layer is from 0.05 to 1 microns (Column 10, lines 26-28). The 
soft magnetic particles of the lower layer have a coercive force of 0 to 300 Oe and 
examples include particulate magnetite (Column 10, lines 43-44 and 64-67). At least 
part of the surface of the soft magnetic particles is covered with aluminum oxide and/or 
silicone oxide and the surface-covering layer is a homogenous and dense surface layer 
(Column 1 1 , lines 8-22). A carbon black may be incorporated in the lower layer and may 
have an average particle diameter of 5 to 80 nm (Column 1 1 , lines 36-48). The 
ferromagnetic particles used in the magnetic layer include a cobalt-modified 
ferromagnetic iron oxide and particles of elemental metals and metal alloys (Column 12, 
lines 7-37). Example 1-1 show that the ferromagnetic particles employed in the 
magnetic layer have an He of 2450 Oe. The examples show that the above-described 
magnetic recording materials were used to make videotapes and that the amount of the 
soft magnetic pigment particles in the lower layer is more than 75% by weight based on 
the weight of all pigments (for example in Example 2-1, the amount of the soft magnetic 
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particles, carbon black and aluminum oxide particles is 80 parts, 20 parts and 1 part by 
weight respectively, and hence the amount of the soft magnetic particles is more than 
75% by weight). Hisano et al., on the other hand, disclose a powder for use in the lower 
layer of a coating type magnetic recording medium having a multilayer structure 
(Column 1 , lines 6-8) wherein the powder has a crystallite size in the range of 10 to 200 
angstroms and Hisano et al. specifically teach that the use of such a crystallite size 
greatly effects the surface smoothness of the resulting magnetic recording tape 
(Column 5, lies 4-24). 

Matsubaguchi et al. and Hisano et al. do not teach that the nonmagnetic pigment 
in the lower layer is a-Fe203 or a mixture of carbon black and oc-Fe203. 

However, Ejiri et al. disclose a magnetic recording medium comprising a non- 
magnetic support and provided thereon at least a lower layer (a) comprising a binder 
and a non-magnetic pigment and an upper magnetic layer (b) comprising a binder and a 
ferromagnetic powder (See Abstract). Layer (b) maybe coated on layer (a) in a wet state 
while preventing the formation of a mixed region in the interface between layers (a) and 
(b) by using a non-magnetic metal oxide powder in combination with carbon black. 
Examples of suitable non-magnetic metal oxide powders include a-iron oxide (Column 
17, lines 37-57, Column 20, lines 66-67 and Column 21, lines 15-25). 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
use a use a non-magnetic metal oxide powder, such as a-iron oxide, in combination 
with the carbon black taught by Matsubaguchi et al. given that Ejiri et al. specifically 
teach that doing so allows the magnetic recording medium to be made by a method 
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wherein layer (b) maybe coated on layer (a) in a wet state while preventing the 
formation of a mixed region in the interface between layers. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheeba Ahmed whose telephone number is (703)305- 
0594. The examiner can normally be reached on Mondays and Thursdays from 8am to 
6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau can be reached on (703)308-2367. The fax phone 
numbers for the organization where this application or proceeding is assigned are 
(703)305-5408 for regular communications and (703)305-3599 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)306- 
5665. 



Conclusion 




Sheeba Ahmed 
Art Unit 1773 
May 8, 2003 



